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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from ttie mailing date of ttiis communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133), 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 04 June 2009 . 
2a )□ This action is FINAL. 2b)|^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 1-14 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 1 5 September 2006 is/are: a)|3 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2.0 Certified copies of the priority documents have been received in Application No. . 
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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 1-14 are pending and rejected. 

Response to Restriction/Election 
Applicant's arguments per the Restriction Requirement put forth 03/05/2009 are 

persuasive. The Restriction Requirement is hereby withdrawn, and all claims are 
rejoined. 



Rejections 
35 use 103(a) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Claims 1-14 are rejected as obvious over WO/2003/000698 A1, published 01/03/2003. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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The '698 publication discloses numerous beta-benzyloxyaspartate derivatives 
with an amino group on the benzene ring. With the exception of the radioactive labeling 
on the benzoyl group, the following compounds fall within the genus recited in claim 1 : 

EST 45S43S-i4-3 CSFL^TS 
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11) ^ 

Each of the compounds listed above differs from Applicant's compounds recited 
in claim 1 in that none are depicted as radiolabeled at the equivalent X position. 
However, as p. 13 of the '698 publication notes, 

isotope labeled iigands for ident if i-cat i on. of tsaiispsrtes 
proteins » Isotope latasled ligands iti.ay be obtaiiisd by well 
3?siowa sr^»th©fei*? pr©c5<&d«res , ^§ing th'& JxydsoxybeHsoyl 
lnt@£^dl3tt& fos: K ^s^ttp f'ojiiimXa (X) "t^itli the x^&otlon, 

for ^Kani^M, I$b<&l$4 mthyi ioiSid'& to ^l-^M thi^ d-esired 
labeled llgan^ «ls shot^u In. Sciieffiie ^. lS<Me o£ th& ra^io-lsotop-e 
labelfefl SBHetbsfl lodldais ars sossBHSfejeciall^r aicallabl® , IsiclTa^ltig , 
dst5t««ltJ58-l.sb©l«d. saatDsyl ioididSj, tritltais-laljsle^ Ktsthjl lo<SI.de, 
Csxl:^;^ l4''Iab«^ld or Carbon 11 -labeled Etethyl iodides. 

Accordingly, the '698 publication teaches compounds which meet the limitations of 
generic claim 1 and further suggests that certain of these compounds are suitable for 
radiolabeling, thereby rendering claims 1, 2, 7, 8, and 10 obvious. Additionally, the '698 
publication teaches that the radiolabeled ligands are useful for identification of 
transporter proteins which, as demonstrated throughout the publication, include 
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glutamate transporter proteins. Accordingly, tine '698 publication renders claim 9 
obvious. 

Furthermore, the process of preparing said compounds is depicted in the '698 
publication at Schemes 1 and 2, pp. 9 and 14, respectively, and mirrors Applicant's 
claims 5, 6, 13, and 14. In addition. Schemes 1 and 2 also render obvious Applicant's 
precursor compounds recited in claims 3, 4, 1 1 , and 12. 



Obviousness Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-14 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 6, 7, 10, 12, 14, and 15 of U.S. Patent No. 
7,247,652. Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because the aforementioned claims encompass Applicant's 
current claims. The only difference between the compounds according to claims 6 and 
7 and the claimed compounds is an H at the equivalent R2 and R1 positions of the 
claimed compounds rather than a lower aliphatic alkyi group (Includes methyl) as 
currently claimed. It has long been held that substitution of methyl for hydrogen is 
obvious In cases where the compounds would be expected to confer similar properties. 
In this case, both the compounds of the '652 patent and current claims are related to 
glutamate uptake Inhibition. Thus, the substitution of H for methyl would be obvious, 
since the substitution does not effect the ability of the claimed compounds in glutamate 
uptake Inhibition. 
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Conclusion 

Any inquiry concerning tliis Office Action sliould be directed to Micliael P. Barker 
at (571)272-0303, normally reachable from Monday through Friday, 8 am to 5 pm. If 
attempts to reach the Examiner are unsuccessful, please try the Examiner's supervisor, 
Joseph K. McKane at (571)272-0699. 

Information regarding the status of an application may be obtained from the 
private or public PAIR system. Information about PAIR may be found at http://pair- 
direct.uspto.qov or 866.21 7.91 97. 

/MICHAEL BARKER/ 
Examiner, Art Unit 1626 

/Kama! A Saeed/ 

Primary Examiner, Art Unit 1626 



